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Dkt. 01RS-216933 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

In re Matter of Serial No. 86/346,513 for the 

mark:  POPI 
 
 

Victoria Kheel, 

 

  Opposer, 

 

 vs. 

 

Lions Gate Entertainment Inc., 

 

  Applicant. 

 
 
 
Opposition No. 91-222461 

 
APPLICANT LIONS GATE 
ENTERTAINMENT INC.’S MOTION 
FOR LEAVE TO ADD A 
COUNTERCLAIM; DECLARATION 
OF PAUL A. BOST 
 

 

Pursuant to TBMP § 507.01, 37 CFR § 2.106(b)(2)(i), and Federal Rule of Civil 

Procedure (“FRCP”) 15(a)(2), Applicant Lions Gate Entertainment Inc. (“Applicant”) hereby 

moves the Board for leave to add a counterclaim to its Answer filed on February 3, 2016.  (Dkt. 

17.)  Specifically, Applicant seeks to amend its Answer to add a counterclaim for cancellation of 

Opposer Victoria Kheel’s  (“Opposer”) registration of  POPPY’S in Class 3 (U.S. Reg. No. 

4,537,279) on the grounds that Opposer is not the owner of the POPPY’s mark.  Applicant 

recently discovered the grounds for this claim, this motion is timely, and the reopening of 

discovery will not prejudice Opposer because Opposer has possession, custody, and control of all 

materials related to this claim. 

This motion is supported by the accompanying brief, the declaration of Paul A. Bost, 

Applicant’s proposed First Amended Answer and Counterclaims, and a redline reflecting 
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Applicant’s proposed amendments to its original Answer, as well as any such other papers and 

argument as may be presented to the Board. 

Respectfully submitted, 

Dated:  October 27, 2016 /Jill M. Pietrini/    

Jill M. Pietrini 

Paul A. Bost 

Attorneys for Applicant  

Lions Gate Entertainment Inc. 
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BRIEF IN SUPPORT OF MOTION 

 

I. RELEVANT FACTUAL BACKGROUND 

A. The Parties 

On July 24, 2014, Applicant filed U.S. Application Serial No. 86/346,513 to register the 

mark POPI (the “Application”), on an intent-to-use basis, for “Cosmetics; cosmetic preparations 

for body care; nail polish; nail decals; bath crystals; bath gel; bath oil; bath salts; body lotion; 

cream soaps; fragrances; moisturizing creams; shaving soap; soaps for personal use” in Class 3.  

On August 25, 2014, the Office issued an office action refusing registration of the Application 

based on, in part, a finding of likelihood of confusion with Opposer’s registration of POPPY’S in 

Class 3.  On February 24, 2015, Applicant submitted a response to the office action presenting 

arguments and evidence while the refusal should be withdrawn.  The Office withdrew its refusal 

to register the Application on the grounds of a likelihood of confusion with Opposer’s POPPY’S 

mark, and the Application was published for opposition on April 1, 2016. 

On May 19, 2015, Opposer requested, and was granted, an extension of time to file an 

opposition to the registration of the Application.  On June 20, 2015, Opposer instituted this 

opposition proceeding and asserted two grounds upon which registration of the Application 

should be refused:  (1) Applicant allegedly made certain false or misleading statements in its 

February 24, 2015 office action response that constitute fraud on the Office; and (2) a likelihood 

of confusion with Opposer’s POPPY’S mark.  (Dkt. 1.) 

B. Applicant’s Motion to Dismiss is Denied and its Answer is Filed 

On July 16, 2015, Applicant filed a motion to dismiss Opposer’s fraud claim.  (Dkt. 6.)  

Opposer did not reply to or oppose Applicant’s motion but, instead, filed a First Amended Notice 
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of Opposition in an attempt to cure her deficient fraud claim  (Dkt. 9), which rendered 

Applicant’s motion to dismiss the original pleading moot. 

On September 8, 2015, Applicant filed a motion to dismiss Opposer’s fraud claim alleged 

in the First Amended Notice of Opposition.  (Dkt. 11.)  On January 11, 2016, the Board denied 

Applicant’s motion to dismiss and resumed the proceedings and reset the trial dates and the time 

for Applicant to answer Opposer’s First Amended Notice of Opposition.  (Dkt. 16.)  On February 

3, 2016, Applicant filed its answer to the Amended Notice of Opposition.  (Dkt. 17.)  In the 

Board’s January 11, 2016, Order, the Board set the discovery period to open on March 4, 2016, 

and close on August 31, 2016.  (Dkt. 16.)  

C. Applicant Serves Discovery Requests  

On March 2, 2016, the parties participated in a discovery conference with the 

interlocutory attorney assigned to this case.  (Bost Decl., ¶ 2.)  On March 24, 2016, Applicant 

served Opposer with its initial disclosures and its First Set of Requests for Admissions, First Set 

of Requests for Production, and its First Set of Interrogatories (“First Set of Discovery 

Requests”).  (Bost Decl., ¶ 2, Ex. A.)  On April 1, 2016, Opposer served Applicant with her 

initial disclosures.  (Bost Decl., ¶ 2.)   

D. Applicant Requests Further Information as to Ownership of the Mark 

On April 28, 2016, Opposer served Applicant with her responses to Applicant’s First Set 

of Discovery Requests and produced documents in line with her responses which were received 

on May 2, 2016.  (Bost Decl., ¶ 3, Ex. B.)  Based upon its independent factual investigation and 

Opposer’s responses to our First Set of Discovery Requests, on May 26, 2016, Applicant served 

Opposer with a Second Set of Interrogatories and Second Set of Requests for Admissions 

(“Second Set of Discovery Requests”) specifically asking Applicant: 
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INTERROGATORY NO. 29: 

Describe in detail the role of Poppy’s Pantry, Inc., if any, relating 

to the use and ownership of the POPPY’S Mark from the date of 

the filing of the application underlying the Registration to the 

present. 

INTERROGATORY NO. 30: 

Describe in detail the nature of Opposer’s ownership interest in or 

management responsibilities for Poppy’s Pantry, Inc., if any. 

(Bost Decl., ¶ 3, Ex. C.)   

 On June 30, 2016, Opposer served objections to Applicant’s Second Set of 

Interrogatories and refused to answer any of them on the grounds that Applicant had exceeded 

the number of allowable interrogatories.  (Bost Decl., ¶ 4, Ex. D.)   

E. Applicant Discovers Information Necessitating This Motion 

Despite Opposer’s refusal to respond to the Second Set of Interrogatories,  Opposer did 

respond to Applicant’s Second Set of Requests for Admissions (“RFAs”).  (Bost Decl., ¶ 4, Ex. 

E.)  In order to gather more facts to support its belief that Opposer is not the owner of Opposer’s 

alleged mark,  Applicant attempted to meet and confer with Opposer on August 15, 2016, 

concerning Applicant’s Second Set of Interrogatories, and on August 31, 2016, served 

Applicant’s Second Set of Requests for Production on Opposer.  (Bost Decl., ¶ 5, Ex. F.)  The 

parties were not able to meet and confer regarding the interrogatories until September 6, 2016, 

during which Opposer again asserted her objection and refused to respond to the Second Set of 

Interrogatories.  (Bost Decl., ¶ 5.)  On October 7, 2016, Opposer served her objections to 

Applicant’s Second Set of Requests for Production and produced some of the key documents 

sought.  (Bost Decl., ¶ 5, Ex. G.) 

Upon further review of the responses served and documents produced by Opposer, 

Applicant discovered the following.  In Opposer’s production in response to Applicant’s First Set 
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of Discovery Responses, Opposer produced a document showing that the POPPY’S mark is used 

by a business called “Poppy’s Naturally Clean.”  (Bost Decl., ¶ 6, Ex. H; Bates No. 100302-

100318.)  In Opposer’s production in response to Applicant’s Second Set of Requests for 

Production (“RFPs”) No. 53, Opposer responded with documents stating that Poppy’s Pantry 

Inc. is owned and managed by Opposer Victoria Kheel, and that POPPY’S Pantry, Inc. was 

formed in September 2009.  (Bost Decl., ¶ 6, Ex. I; Bates No. 100516-100517.)  This was also 

admitted in response to Applicant’s Second Set of RFAs Nos. 125-128.  (Bost Decl., ¶ 4, Ex. E.)   

In addition, in Opposer’s response to Applicant’s Second Set of RFAs No. 116, Opposer 

admitted that Poppy’s Pantry Inc. does business under the name “Poppy’s Naturally Clean.”  

(Id.)  In other words, “Poppy’s Naturally Clean” is the fictitious business name for Poppy’s 

Pantry Inc.  Further, Opposer admitted that Poppy’s Pantry Inc. uses the POPPY’S mark in 

conjunction with the Poppy’s Pantry Inc. business, as indicated by Opposer’s following 

admissions: 

RFA NO. 117: 

Attached as Exhibit A is a true and correct copy of an IRS e-file 

signature Authorization Form 1120S reflecting Poppy's Pantry 

Inc.’s gross receipts for 2012. 

RESPONSE TO RFA NO. 117 

Admit. 

RFA NO. 118: 

Poppy's Pantry, Inc.’s gross receipts reflected in Exhibit A are 

earned from sales of products offered under the POPPY'S Mark. 

RESPONSE TO RFA NO. 118 

Admit. 
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RFA NO. 119: 

Attached as Exhibit B is a true and correct copy of an IRS e-file 

Signature Authorization Form 1120S reflecting Poppy's Pantry 

Inc.’s gross receipts from 2013. 

RESPONSE TO RFA NO. 119 

Admit. 

RFA NO. 120: 

Poppy's Pantry, Inc.’s gross receipts reflected in Exhibit B are 

earned from sales of products offered under the POPPY'S Mark. 

RESPONSE TO RFA NO. 120 

Admit. 

RFA NO. 121: 

Attached as Exhibit C is a true and correct copy of an IRS e-file 

Signature Authorization Form 1120S reflecting Poppy's Pantry, 

Inc.'s gross receipts from 2014. 

RESPONSE TO RFA NO. 121: 

Admit. 

RFA NO. 122: 

Poppy's Pantry, Inc.’s gross receipts reflected Exhibit C are earned 

from sales of products offered under the POPPY'S Mark. 

RESPONSE TO RFA NO. 122 

Admit. 

RFA NO. 123: 

Attached as Exhibit D is a true and correct copy of an IRS e-file 

Signature Authorization Form 1120 S reflecting Poppy's Pantry, 

Inc.’s gross receipts from 2015. 

RESPONSE TO RFA NO. 123: 

Admit. 
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RFA NO. 124: 

Poppy's Pantry, Inc.’s gross receipts reflected in Exhibit D are 

earned from sales of products offered under the POPPY'S Mark. 

RESPONSE TO RFA NO. 124 

Admit. 

(Id.)  However, as per Opposer’s own admission in response to the following RFP: 

REQUEST FOR PRODUCTION NO. 52 

All documents relating to, describing or evidencing the role of 

Poppy's Pantry Inc., relating to the use and ownership of the 

POPPY'S Mark from the date of the filing of the application 

underlying the Registration to the present. 

(Bost Decl., ¶ 5, Ex. F) -  documents relating to Poppy’s Pantry Inc.’s use of the POPPY’s mark 

were already produced in Bates No. 100302-100318
1
, and documents relating to Poppy’s Pantry 

Inc.’s ownership of the POPPY’S mark “never existed.”  (Bost Decl., ¶ 5, Ex. G.)  Opposer 

Victoria Kheel, an individual, filed the  Application to register POPPY on October 12, 2013, 

with a claimed first use of the mark as of July 12, 2010.  The filing date for the Application and 

the first use date of Opposer’s alleged mark is after the corporation Poppy’s Pantry Inc. was 

formed on September 18, 2009.  (Bost Decl., ¶ 7, Ex. J; ¶ 6, Ex. I.)   

 As of the date of filing this motion, Opposer’s testimony period has not yet opened.  

(Dkt. 16.)  Based upon its independent factual investigation and Opposer’s responses to 

Applicant’s First and Second Set of Discovery Requests, Applicant now moves for leave to 

amend to add a counterclaim for cancellation of Opposer’s pleaded registration.  

                                                 
1
  These documents are screenshots of the Poppy’s Naturally Clean Website, which  

Opposer claims shows her use of the mark POPPY’S.  (Bost Decl., ¶ 6, Ex. H.) 
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II. THE MOTION FOR LEAVE TO AMEND SHOULD BE GRANTED 

A. The Liberal Standard for Ruling on Motions for Leave to Amend 

Amendments to pleadings in inter partes proceedings before the Board are governed by 

the Federal Rules of Civil Procedure.  TBMP § 507.01 ("[P]leadings in an inter partes 

proceeding before the Board may be amended in the same manner and to the same extent as in a 

civil action in a United States district court.")  FRCP 15(a) provides that "[t]he [Board] should 

freely give leave when justice so requires."  See also TBMP § 507.01.  The Board liberally 

grants leave to amend pleadings "at any stage of the proceeding where necessary to bring about a 

furtherance of justice unless it is shown that entry of the amendment would violate settled law or 

be prejudicial to the rights of the opposing party."  Commodore Electronics Ltd. v. CBM 

Kabushiki Kaisha, 26 USPQ2d 1503, 1505 (TTAB 1993) (quoting American Optical Corp. v. 

American Olean Tile Co., Inc., 168 USPQ 471, 473 (TTAB 1971)).   

When the motion for leave to amend is to assert a counterclaim of cancellation against 

the plaintiff’s pleaded registrations, the Board will grant the motion if the grounds for the 

counterclaim were unknown to the moving party at the time of filing its answer and is made 

within a reasonable amount time following learning of such grounds.  Id.; 37 CFR § 

2.106(b)(2)(i). 

1. The Board Should Grant Applicant’s Motion Because Applicant Has 

Moved to Amend in a Reasonable Amount of Time 

Here, Applicant was not aware of the grounds for cancellation at the time of filing its 

answer and Applicant now moves to amend within a reasonable time of discovering facts to 

support the cancellation of Opposer’s pleaded registration.   

Applicant filed its answer to Opposer’s First Amended Notice of Opposition on February 

3, 2016.  (Dkt. 16.)  Applicant promptly served discovery on Opposer on March 24, 2016, 
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receiving responses on May 2, 2016.  On May 2, 2016, Applicant reviewed Opposer’s responses 

to the First Set of Discovery Requests.  (Bost Decl., ¶ 3, Ex. B.)  Upon further review and some 

preliminary independent factual investigation conducted by Applicant, Applicant sought further 

information from Opposer as to the ownership and use of the mark because doubt was cast as to 

whether Opposer, an individual, actually owned and used the mark or whether Poppy’s Pantry 

Inc., a legal entity, owned and used the mark.  (Id.)  Applicant eventually received the remaining 

pieces of the puzzle on July 5, 2016, and then on October 7, 2016.  (Bost Decl., ¶ 4, Ex. D; ¶ 5, 

Ex. G.)  Applicant served the Second Set of Discovery Requests upon Opposer directed to the 

ownership of the pled mark.  Opposer refused to answer Applicant’s Second Set of 

Interrogatories, but did respond to the Second Set of RFAs and Second Set of RFPs.  Upon 

further review and conducting  more independent factual investigation, Applicant learned that 

Opposer does not appear to have owned and used the mark at the time her Application was filed 

on October 12, 2013.   Rather, the corporate entity owned and used the mark at the time the 

Application was filed and apparently still owns and uses it. 

Opposer, Victoria Kheel, an individual, formed the corporation Poppy’s Pantry Inc. in 

September 2009.  (Bost Decl., ¶ 6, Ex. I.)   Opposer admitted that Poppy’s Pantry Inc. does 

business as Poppy’s Naturally Clean.  (Bost Decl., ¶ 6, Ex. H.)  Poppy’s Naturally Clean uses the 

POPPY’S mark on its website to sell products and on sales receipts for those products.  (Bost 

Decl., ¶ 4, Ex. E.)   In Opposer’s Application filed on October 12, 2013, she states that the date 

of first use was July 12, 2010, nearly a year after forming Poppy’s Pantry Inc.  (Bost Decl., ¶ 7, 

Ex. J.)  However, in response to RFPs indicating Poppy’s Pantry Inc.’s ownership interest in, or 

right to use, the mark, Opposer states that such a document never existed.  (Bost Decl., ¶ 5, Ex. 

G.)   Thus, Opposer admits that no license exists between Opposer and Poppy’s Pantry Inc. 
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regarding the use of the pleaded mark.  These facts are sufficient upon themselves to sustain a 

claim for cancellation of the pleaded registration.  

This information was discovered at the earliest on October 7, 2016.  Applicant files this 

motion on October 27, 2016, only 20 days after the first opportunity to discover these facts.  

Thus, Applicant has moved to amend in a reasonable amount of time sufficient to grant 

Applicant’s motion to amend its pleading. 

Furthermore, despite the evidence pointing towards cancellation of the pleaded 

registration, Applicant  need not prove its case on this motion to amend nor prove a likelihood of 

success on the merits.  Rather, Applicant must merely satisfy the liberal pleading standards of the 

FRCP and those of the Board, which Applicant has done.   

2. The Board Should Grant Applicant Leave to Amend Because 

Opposer Will Not be Prejudiced 

Where, as here, the non-moving party is solely in possession of the relevant information 

relevant to the added claim, any issues raised by the moving party’s timing and resulting 

prejudice to the non-moving party decrease in significance.  See TBMP § 507.02(a) (“Exercise of 

such discretion to reopen discovery, however, may not be necessary when the proposed 

additional claim or allegation concerns a subject on which the non-moving party can be expected 

to have relevant information in hand.  This is especially true when the factual basis for the 

motion to amend was obtained by the moving party through discovery taken from the non-

moving party.”) 

Here, there is no conceivable prejudice to Opposer should the Board allow Applicant 

leave to file its amended pleading.  Opposer’s testimony period is not scheduled to open until 

November 1, 2016.  (Dkt. 16.)  Even though discovery has closed, Opposer’s added claim does 

not require Opposer to take any discovery of Applicant or any third party.  All documents and 
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information relevant to the added claim are within Opposer’s possession, custody, and control.  

Thus, Applicant’s amendment will not inject any inefficiencies into this matter.   Furthermore, 

Opposer waited until the last possible day to serve her First Set of Discovery Requests.  On this 

record, Opposer cannot reasonably complain that any slight delay occasioned by granting 

Applicant leave to amend will materially prejudice her because it delays resolution of the parties’ 

dispute.  Furthermore, the grant of such motion promotes judicial economy because the 

cancellation matter may be tried in the same proceeding instead of through a separately filed 

cancellation proceeding.    

Also, Applicant’s proposed amended pleading is legally sufficient.  Indeed, it is well-

settled that an application filed by anyone other than the owner of the mark is void ab initio.  See 

15 U.S.C. § 1051(a) (“The owner of a trademark used in commerce may request registration of 

its trademark on the principal register . . .”) (emphasis added); Great Seats Ltd. v. Great Seats 

Inc., 84 USPQ2d 1235, 1242 (TTAB 2007) (“there were two legal entities in existence and the 

application was filed by the wrong one, a defect which cannot be cured and which renders the 

application void ab initio”); In re Tong Yang Cement Corp., 19 USPQ2d 1689, 1690 (TTAB 

1991) (Section 44(d) application, with priority based on South Korean registration, filed by a 

corporation was ruled void where the owner of mark was actually the joint venture of which 

applicant corporation was member); Huang v. Tzu Wei Chen Food Co. Ltd., 849 F.2d 1458, 

1459-60 (Fed. Cir. 1988) (affirming TTAB decision ruling application void ab initio because it 

was filed by an individual, not the corporation that owned the trademark); American Forests v. 

Sanders, 54 USPQ2d 1860, 1862 (TTAB 1999) (“if it is a corporation or partnership which has 

the bona fide intention to use a particular mark, and yet the intent-to-use application is filed in 

the name of an individual, then said application will be deemed to be void ab initio.”)  
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Here, Applicant merely seeks to add claims consistent with the soundly established 

precedent that non-owners of trademarks, such as Opposer, do not have standing to file 

trademark applications, and, thus, any such applications are void ab initio.  The evidence that 

Applicant has been able to deduce itself and through the discovery that Opposer has provided, 

plainly shows that Opposer is not the owner of the mark and was not the owner of the mark at the 

time the Application was filed.  Thus, Opposer was not the proper party to apply for registration 

of the POPPY’S mark, and the resulting registration is void initio. 

III. CONCLUSION 

Based on the foregoing, Applicant respectfully requests that the Board enter an order 

granting it leave to file its proposed amended pleading (Bost Decl., Ex. K) and that the Board 

deem that pleading filed and served.   

Respectfully submitted, 

Dated:  October 27, 2016   /Jill M. Pietrini/    

Jill M. Pietrini 

Paul A. Bost 

Attorneys for Applicant  

Lions Gate Entertainment Inc. 
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DECLARATION OF PAUL A. BOST 

I, Paul A. Bost, declare as follows: 

1. I am an attorney duly licensed to practice before the Board and I am an associate 

in the law firm of Sheppard Mullin Richter Hampton, LLP (“SMRH”), counsel of record for 

Applicant in this matter.  I am the lawyer primarily responsible for this case, along with my 

supervising partner, Jill Pietrini.  I have personal knowledge of the facts set forth in this 

declaration and if called to testify, I could and would testify competently thereto. 

2. On March 2, 2016, the parties participated in a discovery conference with the 

interlocutory attorney assigned to this case.  On March 24, 2016, Applicant served Opposer with 

its initial disclosures and its First Set of Requests for Admissions, First Set of Requests for 

Production, and its First Set of Interrogatories.  True and correct copies of the relevant Discovery 

Requests are attached hereto as Exhibit A.  On April 1, 2016, Opposer served Applicant with her 

initial disclosures. 

3. On April 28, 2016, Opposer served Applicant with her responses to Applicant’s 

First Set of Discovery Requests and produced documents in line with her responses, which were 

received on May 2, 2016.  True and correct copies of Opposer’s relevant responses to 

Applicant’s First Set of Discovery Requests are attached hereto as Exhibit B.  Based upon our 

independent factual investigation and Opposer’s responses to our First Set of Discovery 

Requests, on May 2, 2016, Applicant served Opposer with a Second Set of Interrogatories and 

Second Set of Requests for Admissions.  True and correct copies of Applicant’s Second Set of 

Interrogatories and Applicant’s Second Set of Requests for Admission are attached hereto as 

Exhibit C. 
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4. On June 30, 2016, Opposer served objections to Applicant’s Second Set of 

Interrogatories and refused to answer any of them on the grounds that Applicant had exceeded 

the number of allowable interrogatories.  A true and correct copy of Opposer’s objections to 

Applicant’s Second Set of Interrogatories is attached hereto as Exhibit D.  Applicant did respond 

to the Second Set of Requests for Admissions.  A true and correct copy of the Opposer’s 

responses to Applicant’s Second Set of Requests for Admission is attached hereto as Exhibit E.   

5. In order to gather more facts to support its belief that Opposer is not the owner of 

Opposer’s alleged mark, I attempted to meet and confer with Opposer’s counsel on August 15, 

2016, in regards to the Second Set of Interrogatories, and on August 31, 2016, I served on 

Opposer Applicant’s Second Set of Requests for Production.  A true and correct copy of 

Applicant’s Second Set of Requests for Production are attached hereto as Exhibit F.  The parties 

were not able to meet and confer regarding the interrogatories until September 6, 2016, during 

which Opposer’s counsel again asserted her objection and refused to respond to the Second Set 

of Interrogatories.  On October 7, 2016, Opposer served her objections and responses to 

Applicant’s Second Set of Requests for Production and produced some of the documents sought.  

A true and correct copy of Opposer’s relevant responses to Applicant’s Second Set of Requests 

for Production is attached hereto as Exhibit G. 

6. True and correct copies of Opposer’s document production marked Bates No. 

100302-100318 are attached hereto as Exhibit H.  True and correct copies of Opposer’s 

document production marked Bates No. 100516-100517 are attached hereto as Exhibit I. 

7. A true and correct copy of a print out from the USPTO TSDR website reflecting 

Opposer’s application to register the POPPY’S mark is attached hereto as Exhibit J. 
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8. A true and correct copy of Applicant’s proposed Applicant Lions Gate 

Entertainment Inc.’s First Amended Answer To Opposer Victoria Kheel’s First Amended Notice 

Of Opposition And Counterclaims is attached hereto as Exhibit K, and a redline reflecting how 

it is different from the original Answer is attached hereto as Exhibit L. 

I declare all of the foregoing under the penalty of perjury under the laws of the United 

States of America.  Executed this 27th day of October, 2016, in Los Angeles, California. 

 

/Paul A. Bost/_____________________ 

  Paul A. Bost 
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CERTIFICATE OF ELECTRONIC TRANSMISSION 

 

I hereby certify that APPLICANT LIONS GATE ENTERTAINMENT INC.’S MOTION 

FOR LEAVE TO ADD A COUNTERCLAIM; DECLARATION OF PAUL A. BOST is 

being transmitted electronically through ESTTA pursuant to 37 C.F.R. §2.195(a), on this 27th 

day of October, 2016. 

 

      /LaTrina A. Martin/    

LaTrina A. Martin 

 

 

CERTIFICATE OF SERVICE 
 

I hereby certify that APPLICANT LIONS GATE ENTERTAINMENT INC.’S 

MOTION FOR LEAVE TO ADD A COUNTERCLAIM; DECLARATION OF PAUL A. 

BOST is being deposited with the United States Postal Service, postage prepaid, first class mail, 

in an envelope addressed to Registrant:  

 

Ilana Makovoz, Esq. 

MAKOVOZ LAW GROUP 

9350 Wilshire Blvd., Suite 203 

Beverly Hills, CA 90212 

 

on this 27th day of October, 2016. 

 

 

/LaTrina A. Martin/    

LaTrina A. Martin 
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Exhibit K 
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Docket No. 01RS- 216933 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

In re Matter of Application No. 86/346,513 

for the mark:  POPI 

 

Victoria Kheel, 

 

  Opposer, 

 

 v. 

 

Lions Gate Entertainment Inc., 

 
  Applicant. 

 

Opposition No. 91-222461 

 

APPLICANT LIONS GATE 

ENTERTAINMENT INC.’S FIRST 

AMENDED ANSWER TO OPPOSER 

VICTORIA KHEEL’S FIRST AMENDED 

NOTICE OF OPPOSITION AND 

COUNTERLCAIM  

 

Applicant Lions Gate Entertainment Inc. (“Applicant” and “Counterclaimant”), by and 

through its counsel, responds to the First Amended Notice of Opposition (“Opposition”) filed by 

Opposer Victoria Kheel (“Opposer” and “Counter-defendant”) as follows:  

In response to the preliminary paragraph of the Opposition, Applicant admits that it filed 

Application Serial No. 86/346,513 (the “Application”) for the trademark POPI, but denies that 

Opposer will be damaged by the Application or its registration.  Applicant lacks sufficient 

information or belief to admit or deny any remaining allegations contained in the preliminary 

paragraph of the Opposition, and therefore denies each and every such allegation. 

1. Applicant admits that, according to information available to it on <uspto.gov>, 

Opposer is listed as the owner of the standard character mark POPPY’S, in International Class 

35, U.S. Reg. No. 4,537,279 (the “Registration”), filed in the U.S. Patent & Trademark Office 

(“PTO”) on October 12, 2013, for the following goods:  “All purpose cleaning preparations; All-

purpose cleaners; Bath soaps; Carpet cleaning preparations; Cleaning agents and preparations; 

Cleaning preparations; Cleaning preparations for household purposes; Dish detergents; General 

purpose cleaning, polishing, and abrasive liquids and powders; Glass cleaning preparations; 
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Granulated soaps; Hand soaps; Household cleaning preparations; Laundry soap; Leather cleaning 

preparations; Liquid soaps for hands, face and body; Odor removers for pets; Oven cleaners; Pet 

stain removers; Powder cleaners for metals, ceramics and carpets; Soap powder; Soaps for 

household use; Soaps for personal use; Soaps for toilet purposes.”  Applicant admits that, 

according to information available to it on <uspto.gov>, the Registration issued on May 27, 

2014.  Applicant denies that emphases used by Opposer in her description of the goods recited in 

the Registration are used in the actual recitation of goods the Registration.  Applicant lacks 

sufficient information or belief to admit or deny the allegations contained in paragraph 1 of the 

Opposition, and therefore denies each and every such allegation. 

2. Applicant denies the allegations contained in paragraph 2 of the Opposition. 

3. Applicant admits that it was aware of the Registration when its licensee began 

selling soap under the POPI mark.  Applicant lacks sufficient information or belief to admit or 

deny the remaining allegations contained in paragraph 3 of the Opposition, and therefore denies 

each and every such allegation. 

4. Applicant admits that it filed the Application on July 24, 2014 in International 

Class 3 for “Cosmetics; cosmetic preparations for body care; nail polish; nail decals; bath 

crystals; bath gel; bath oil; bath salts; body lotion; cream soaps; fragrances; moisturizing creams; 

shaving soap; soaps for personal use.”  Applicant denies that the emphases used by Opposer in 

her description of the goods recited in the Application are used in the actual recitation of goods 

the Application. 

5. Applicant admits that it filed the Application pursuant to 15 U.S.C. § 1051(b) and 

that its authorized licensee has used the POPI mark on soap in commerce.  Applicant denies the 

remaining allegations contained in paragraph 5 of the Opposition. 
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6. Applicant admits that the PTO issued an office action refusing registration of the 

Application on August 25, 2014, and that Paragraph 6 contains quotes taken out of context from 

that office action. 

7. Applicant admits that the PTO issued an office action refusing registration of the 

Application on August 25, 2014, and that Paragraph 6 contains a quote taken out of context from 

that office action.  Applicant denies that the emphases used by Opposer in her quotation of the 

office action are used in the actual office action.   

8. Applicant admits that the PTO issued an office action refusing registration of the 

Application on August 25, 2014, and that Paragraph 8 contains a quote taken out of context from 

that office action.  Applicant denies that the emphases used by Opposer in her quotation of the 

office action are used in the actual office action.   

9. Applicant admits that the PTO issued an office action refusing registration of the 

Application on August 25, 2014, and that Paragraph 9 contains a quote taken out of context from 

that office action.   

10. Applicant admits that on December 3, 2014, Dan Hadl, Senior Vice President of 

Opposer, executed an Optional Declaration in Support of Trademark Application Filed Via 

Electronic Means in support of the Application, and that said declaration contained a typographic 

error by stating “Class 9” instead of “Class 3.” 

11. Applicant admits that it, through its attorney, submitted a response to the August 

25, 2014 office action on March 2, 2015, and that Paragraph 11 contains quotes taken out of 

context from that office action response. 

12. Applicant denies the allegations contained in paragraph 12 of the Opposition. 

13. Applicant denies the allegations contained in paragraph 13 of the Opposition. 

14. Applicant denies the allegations contained in paragraph 14 of the Opposition. 
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15. Applicant admits that it, through its attorney, submitted a response to the August 

25, 2014 office action on March 2, 2015, and that Paragraph 15 contains a quote taken out of 

context from that office action response.  Applicant lacks sufficient information or belief to 

admit or deny the allegations contained in paragraph 15 of the Opposition, and therefore denies 

each and every such allegation. 

16. Applicant denies the allegations contained in paragraph 16 of the Opposition. 

17. Applicant admits that the domain name <popisoap.com> automatically redirects 

web browsers to <chivasskincare.com/oitnb>.  Applicant admits that Paragraph 17 contains 

quotes taken out of context from <chivasskincare.com/oitnb>.  Applicant is unable to verify the 

authenticity of Exhibit C because Opposer has not clearly marked it as an attachment to the 

Opposition.  Applicant denies the remaining allegations contained in paragraph 17 of the 

Opposition. 

18. Applicant admits that Paragraph 18 contains quotes taken out of context from 

<chivasskincare.com/faq>.  Applicant is unable to verify the authenticity of Exhibit B because 

Opposer has not clearly marked it as an attachment to the Opposition.  Applicant denies the 

remaining allegations contained in paragraph 18 of the Opposition. 

19. Applicant admits that Paragraph 19 contains quotes taken out of context from 

<chivasskincare.com/faq>.  Applicant is unable to verify the authenticity of Exhibit B because 

Opposer has not clearly marked it as an attachment to the Opposition.  Applicant denies the 

remaining allegations contained in paragraph 19 of the Opposition. 

20. Applicant denies the allegations contained in paragraph 20 of the Opposition. 

21. Applicant denies the allegations contained in paragraph 21 of the Opposition. 

22. Applicant lacks sufficient information or belief to admit or deny the allegations 

contained in paragraph 22 of the Opposition related to the definition of “distinguishable” in the 
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Cambridge Dictionary, and therefore denies this allegation.  Applicant denies the remaining 

allegations contained in paragraph 22 of the Opposition. 

23. Applicant admits that it, through its attorney, submitted a response to the August 

25, 2014 office action on March 2, 2015, and that Paragraph 23 contains a quote taken out of 

context from that office action response.  Applicant denies that the emphases used by Opposer in 

her quotation of the office action response are used in the actual office action response.   

24. Applicant admits that Paragraph 24 contains a quote taken out of context from 

<chivasskincare.com/oitnb>.  Applicant is unable to verify the authenticity of Exhibit C because 

Opposer has not clearly marked it as an attachment to the Opposition.  Applicant denies the 

remaining allegations contained in paragraph 24 of the Opposition. 

25. Applicant denies the allegations contained in paragraph 25 of the Opposition. 

26. Applicant admits that it, through its attorney, submitted a response to the August 

25, 2014 office action on March 2, 2015, which response included, as an attachment, a printout 

from Opposer’s website.  Applicant is unable to admit or deny what documents were included in 

the contents of the PTO’s file for the Application, and, therefore denies this allegation.  

Applicant denies the remaining allegations contained in paragraph 26 of the Opposition.  

27. Applicant denies the allegations contained in paragraph 27 of the Opposition. 

28. Applicant denies the allegations contained in paragraph 28 of the Opposition. 

29. Applicant denies the allegations contained in paragraph 29 of the Opposition. 

30. Applicant denies the allegations contained in paragraph 30 of the Opposition. 

31. Applicant denies the allegations contained in paragraph 31 of the Opposition. 

32. Applicant denies the allegations contained in paragraph 32 of the Opposition. 

33. Applicant admits that the PTO issued an office action refusing registration of the 

Application on August 25, 2014, and that Paragraph 33 contains a quote taken out of context 
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from that office action.  Applicant denies the remaining allegations contained in paragraph 33 of 

the Opposition. 

34. Applicant denies the allegations contained in paragraph 34 of the Opposition. 

35. Applicant denies the allegations contained in paragraph 35 of the Opposition. 

36. Opposer has not defined the phrase “POPI Soap website” and, therefore, 

Applicant lacks sufficient information or belief to admit or deny the allegations contained in 

paragraph 36 of the Opposition, and therefore denies each and every such allegation. 

37. Applicant denies the allegations contained in paragraph 37 of the Opposition. 

38. Applicant admits that whether the sound of Applicant’s and Opposer’s marks is 

the same is a fact that can be proven true or false.  Applicant denies the remaining allegations 

contained in paragraph 38 of the Opposition. 

39. Applicant denies the allegations contained in paragraph 39 of the Opposition. 

40. Applicant denies the allegations contained in paragraph 40 of the Opposition. 

41. Applicant is unable to verify the authenticity of Exhibit D because Opposer has 

not clearly marked it as an attachment to the Opposition.  Applicant denies the remaining 

allegations contained in paragraph 41 of the Opposition. 

42. Opposer has not defined the phrase “POPI Soap website” and has not clearly 

marked Exhibit D as an attachment to the Opposition and, therefore, Applicant lacks sufficient 

information or belief to admit or deny the allegations contained in paragraph 42 of the 

Opposition, and therefore denies each and every such allegation. 

43. Applicant denies the allegations contained in paragraph 43 of the Opposition. 

44. Applicant denies the allegations contained in paragraph 44 of the Opposition. 

45. Applicant denies the allegations contained in paragraph 45 of the Opposition. 

46. Applicant denies the allegations contained in paragraph 46 of the Opposition. 
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47. Applicant denies the allegations contained in paragraph 47 of the Opposition. 

48. Applicant denies the allegations contained in paragraph 48 of the Opposition. 

49. Applicant denies the allegations contained in paragraph 49 of the Opposition. 

50. Applicant admits that it, through its attorney, submitted a response to the August 

25, 2014 office action on March 2, 2015, and that Paragraph 50 contains edited quotes taken out 

of context from that office action response, and that Applicant submitted the office action 

response in support of its position that the Application should mature to registration.  Applicant 

denies that the emphases used by Opposer in her quotation of the office action response are used 

in the actual office action response. Applicant denies the remaining allegations contained in 

paragraph 50 of the Opposition. 

51. Applicant denies the allegations contained in paragraph 51 of the Opposition. 

52. Applicant denies the allegations contained in paragraph 52 of the Opposition. 

53. Applicant denies the allegations contained in paragraph 53 of the Opposition. 

54. Applicant denies the allegations contained in paragraph 54 of the Opposition. 

55. Applicant denies the allegations contained in paragraph 55 of the Opposition. 

56. Applicant denies the allegations contained in paragraph 56 of the Opposition. 

57. Applicant admits that the PTO issued an office action refusing registration of the 

Application on August 25, 2014, and that Paragraph 57 contains an edited quote taken out of 

context from that office action.  Applicant denies the remaining allegations contained in 

paragraph 57 of the Opposition. 

58. Opposer did not include an allegation in paragraph 58 of the Opposition. 

59. Applicant denies the allegations contained in paragraph 59 of the Opposition. 

60. Applicant admits that the PTO issued an office action refusing registration of the 

Application on August 25, 2014, and that Paragraph 60 contains edited quotes taken out of 
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context from that office action.  Applicant admits that it, through its attorney, submitted a 

response to the August 25, 2014 office action on March 2, 2015 which was signed by its 

attorney.  Applicant denies any remaining allegations contained in Paragraph 60 of the 

Opposition. 

61. Opposer’s allegations in Paragraph 61 constitute legal conclusions and, thus, 

Applicant is unable to admit or deny them. 

62. Certain of Opposer’s allegations in Paragraph 62 constitute legal conclusions and, 

thus, Applicant is unable to admit or deny them.  Applicant denies the remaining allegations 

contained in paragraph 62 of the Opposition. 

63. Opposer’s allegation in Paragraph 63 constitutes a legal conclusion and, thus, 

Applicant is unable to admit or deny them. 

64. Applicant denies the allegations contained in paragraph 64 of the Opposition. 

65. Applicant denies the allegations contained in paragraph 65 of the Opposition. 

66. Applicant admits the allegations contained in paragraph 66 of the Opposition. 

67. Applicant admits the allegations contained in paragraph 67 of the Opposition. 

68. Applicant admits that it filed a motion to dismiss the Opposition on July 16, 2015.  

Applicant denies the remaining allegations contained in paragraph 68 of the Opposition. 

69. Applicant admits that, according to information available to it on <uspto.gov>, 

the Registration issued on May 27, 2014.  Applicant lacks sufficient information or belief to 

admit or deny the remaining allegations contained in paragraph 69, and therefore denies these 

allegations. 

70. Applicant admits that it filed the Application on July 24, 2014, and that this date 

postdates the issuance of the Registration.  Applicant lacks sufficient information or belief to 
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admit or deny the remaining allegations contained in paragraph 70, and therefore denies these 

allegations. 

71. Applicant denies the allegations contained in paragraph 71 of the Opposition. 

72. Applicant admits that its use of the POPI mark is without the consent of Opposer, 

and that Opposer’s consent is not required.  Applicant denies the remaining allegations contained 

in paragraph 72 of the Opposition. 

73. Applicant lacks sufficient information or belief to admit or deny the allegations 

contained in paragraph 73, and therefore denies these allegations. 

74. Applicant denies the allegations contained in paragraph 74 of the Opposition. 

75. Applicant lacks sufficient information or belief to admit or deny the allegations 

contained in paragraph 75, and therefore denies these allegations. 

76. Applicant lacks sufficient information or belief to admit or deny the allegations 

contained in paragraph 76, and therefore denies these allegations. 

77. Applicant is unable to verify the authenticity of Exhibits E and F because Opposer 

has not clearly marked them as attachments to the Opposition.  Applicant lacks sufficient 

information or belief to admit or deny the remaining allegations contained in paragraph 77, and 

therefore denies these allegations. 

78. Applicant denies the allegations contained in paragraph 78 of the Opposition. 

79. Applicant lacks sufficient information or belief to admit or deny the allegations 

contained in paragraph 79, and therefore denies these allegations. 

AFFIRMATIVE DEFENSES 

First Affirmative Defense – Failure to State a Claim 

Opposer fails to state a claim for fraud on the PTO. 
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Second Affirmative Defense – Third Party Use 

Opposer’s rights, if any, to the POPPY’S trademark is weakened by third party use. 

COUNTERCLAIM 

FACTUAL BACKGROUND REGARDING THE APPLICATION 

1. On July 24, 2014, Applicant and counterclaimant, filed its Application Serial No. 

86/346,513 in International Class 3 for use with “Cosmetics; cosmetic preparations for body 

care; nail polish; nail decals; bath crystals; bath gel; bath oil; bath salts; body lotion; cream 

soaps; fragrances; moisturizing creams; shaving soap; soaps for personal use.”  Applicant’s 

proposed trademark is shown below: 

 

2. Application was published for opposition in the Official Gazette on April 1, 2015, 

and was opposed by Opposer Victoria Kheel. 

FACTUAL BACKGROUND REGARDING THE  

REGISTRATION AND NOTICE OF OPPOSITION 

3. Opposer Victoria Kheel, an individual, having an address of 13407 Rand Dr., 

Sherman Oaks, California 91423, is listed as the owner of the standard character mark POPPY’S, 

in International Class 35, U.S. Reg. No. 4,537,279 (the “Registration”), filed in the U.S. Patent & 

Trademark Office (“PTO”) on October 12, 2013 (the “POPPY’S Application”), for the following 

goods:  “All purpose cleaning preparations; All-purpose cleaners; Bath soaps; Carpet cleaning 

preparations; Cleaning agents and preparations; Cleaning preparations; Cleaning preparations for 

household purposes; Dish detergents; General purpose cleaning, polishing, and abrasive liquids 

and powders; Glass cleaning preparations; Granulated soaps; Hand soaps; Household cleaning 

preparations; Laundry soap; Leather cleaning preparations; Liquid soaps for hands, face and 
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body; Odor removers for pets; Oven cleaners; Pet stain removers; Powder cleaners for metals, 

ceramics and carpets; Soap powder; Soaps for household use; Soaps for personal use; Soaps for 

toilet purposes” in International Class 3.  The Registration issued on May 27, 2014. 

4. On June 20, 2016, Opposer filed a Notice of Opposition opposing the registration 

of Applicant’s mark POPI trademark based on her alleged rights in the registered POPPY’S 

mark. 

5. On information and belief, Opposer did not own the POPPY’s mark at the time 

the POPPY’s Application was filed on October 12, 2016. 

6. Instead, on information and belief, at the time of filing, the POPPY’S mark was 

owned by Poppy’s Pantry Inc., a corporation formed in September 2009 by Victoria Kheel and 

who does business as Poppy’s Naturally Clean and uses the POPPY’S mark. 

FIRST GROUND – VOID AB INITIO 

7. Opposer incorporates the allegations contained in Paragraphs 1 to 6 herein. 

8. On information an belief, Opposer, an individual, did not own and use the mark 

POPPY’S at the time of the POPPY’S Application.  Instead, on information and belief, at the 

time the POPPY’S Application was filed, Poppy’s Pantry Inc., a corporation, owned and used the 

POPPY’S mark and continues to own and use the mark.   

9. Because Opposer is not the owner of the POPPY’S mark, the POPPY’S 

Application did not meet the requirements of 15 U.S.C. § 1051(a) and is, thus, void ab initio.  

* * * 
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In sum, Applicant prays that the Opposition be dismissed with prejudice, judgment be 

entered for Applicant, the POPPY’S Application mature to registration, that this Cancellation be 

sustained in favor of Applicant, and Opposer’s pleaded Registration be canceled. 

Respectfully submitted, 

Dated:  October 27, 2016 /s/Paul A. Bost   
Jill M. Pietrini 
Paul A. Bost 
SHEPPARD MULLIN RICHTER & HAMPTON LLP 
1901 Avenue of the Stars, Suite 1600 
Los Angeles, California  90067-6017 
(310) 228-3700 

Attorneys for Applicant 

Lions Gate Entertainment Inc. 
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Docket No. 01RS- 216933 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

In re Matter of Application No. 86/346,513 

for the mark:  POPI 

 

Victoria Kheel, 

 

  Opposer, 

 

 v. 

 

Lions Gate Entertainment Inc., 

 
  Applicant. 

 

Opposition No. 91-222461 

 

APPLICANT LIONS GATE 

ENTERTAINMENT INC.’S FIRST 

AMENDED ANSWER TO OPPOSER 

VICTORIA KHEEL’S FIRST AMENDED 

NOTICE OF OPPOSITION AND 

COUNTERLCAIM   

 

Applicant Lions Gate Entertainment Inc. (“Applicant” and “Counterclaimant”), by and 

through its counsel, responds to the First Amended Notice of Opposition (“Opposition”) filed by 

Opposer Victoria Kheel (“Opposer” and “Counter-defendant”) as follows:  

In response to the preliminary paragraph of the Opposition, Applicant admits that it filed 

Application Serial No. 86/346,513 (the “Application”) for the trademark POPI, but denies that 

Opposer will be damaged by the Application or its registration.  Applicant lacks sufficient 

information or belief to admit or deny any remaining allegations contained in the preliminary 

paragraph of the Opposition, and therefore denies each and every such allegation. 

1. Applicant admits that, according to information available to it on <uspto.gov>, 

Opposer is listed as the owner of the standard character mark POPPY’S, in International Class 

35, U.S. Reg. No. 4,537,279 (the “Registration”), filed in the U.S. Patent & Trademark Office 

(“PTO”) on October 12, 2013, for the following goods:  “All purpose cleaning preparations; All-

purpose cleaners; Bath soaps; Carpet cleaning preparations; Cleaning agents and preparations; 

Cleaning preparations; Cleaning preparations for household purposes; Dish detergents; General 

purpose cleaning, polishing, and abrasive liquids and powders; Glass cleaning preparations; 
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Granulated soaps; Hand soaps; Household cleaning preparations; Laundry soap; Leather cleaning 

preparations; Liquid soaps for hands, face and body; Odor removers for pets; Oven cleaners; Pet 

stain removers; Powder cleaners for metals, ceramics and carpets; Soap powder; Soaps for 

household use; Soaps for personal use; Soaps for toilet purposes.”  Applicant admits that, 

according to information available to it on <uspto.gov>, the Registration issued on May 27, 

2014.  Applicant denies that emphases used by Opposer in her description of the goods recited in 

the Registration are used in the actual recitation of goods the Registration.  Applicant lacks 

sufficient information or belief to admit or deny the allegations contained in paragraph 1 of the 

Opposition, and therefore denies each and every such allegation. 

2. Applicant denies the allegations contained in paragraph 2 of the Opposition. 

3. Applicant admits that it was aware of the Registration when its licensee began 

selling soap under the POPI mark.  Applicant lacks sufficient information or belief to admit or 

deny the remaining allegations contained in paragraph 3 of the Opposition, and therefore denies 

each and every such allegation. 

4. Applicant admits that it filed the Application on July 24, 2014 in International 

Class 3 for “Cosmetics; cosmetic preparations for body care; nail polish; nail decals; bath 

crystals; bath gel; bath oil; bath salts; body lotion; cream soaps; fragrances; moisturizing creams; 

shaving soap; soaps for personal use.”  Applicant denies that the emphases used by Opposer in 

her description of the goods recited in the Application are used in the actual recitation of goods 

the Application. 

5. Applicant admits that it filed the Application pursuant to 15 U.S.C. § 1051(b) and 

that its authorized licensee has used the POPI mark on soap in commerce.  Applicant denies the 

remaining allegations contained in paragraph 5 of the Opposition. 
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6. Applicant admits that the PTO issued an office action refusing registration of the 

Application on August 25, 2014, and that Paragraph 6 contains quotes taken out of context from 

that office action. 

7. Applicant admits that the PTO issued an office action refusing registration of the 

Application on August 25, 2014, and that Paragraph 6 contains a quote taken out of context from 

that office action.  Applicant denies that the emphases used by Opposer in her quotation of the 

office action are used in the actual office action.   

8. Applicant admits that the PTO issued an office action refusing registration of the 

Application on August 25, 2014, and that Paragraph 8 contains a quote taken out of context from 

that office action.  Applicant denies that the emphases used by Opposer in her quotation of the 

office action are used in the actual office action.   

9. Applicant admits that the PTO issued an office action refusing registration of the 

Application on August 25, 2014, and that Paragraph 9 contains a quote taken out of context from 

that office action.   

10. Applicant admits that on December 3, 2014, Dan Hadl, Senior Vice President of 

Opposer, executed an Optional Declaration in Support of Trademark Application Filed Via 

Electronic Means in support of the Application, and that said declaration contained a typographic 

error by stating “Class 9” instead of “Class 3.” 

11. Applicant admits that it, through its attorney, submitted a response to the August 

25, 2014 office action on March 2, 2015, and that Paragraph 11 contains quotes taken out of 

context from that office action response. 

12. Applicant denies the allegations contained in paragraph 12 of the Opposition. 

13. Applicant denies the allegations contained in paragraph 13 of the Opposition. 

14. Applicant denies the allegations contained in paragraph 14 of the Opposition. 
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15. Applicant admits that it, through its attorney, submitted a response to the August 

25, 2014 office action on March 2, 2015, and that Paragraph 15 contains a quote taken out of 

context from that office action response.  Applicant lacks sufficient information or belief to 

admit or deny the allegations contained in paragraph 15 of the Opposition, and therefore denies 

each and every such allegation. 

16. Applicant denies the allegations contained in paragraph 16 of the Opposition. 

17. Applicant admits that the domain name <popisoap.com> automatically redirects 

web browsers to <chivasskincare.com/oitnb>.  Applicant admits that Paragraph 17 contains 

quotes taken out of context from <chivasskincare.com/oitnb>.  Applicant is unable to verify the 

authenticity of Exhibit C because Opposer has not clearly marked it as an attachment to the 

Opposition.  Applicant denies the remaining allegations contained in paragraph 17 of the 

Opposition. 

18. Applicant admits that Paragraph 18 contains quotes taken out of context from 

<chivasskincare.com/faq>.  Applicant is unable to verify the authenticity of Exhibit B because 

Opposer has not clearly marked it as an attachment to the Opposition.  Applicant denies the 

remaining allegations contained in paragraph 18 of the Opposition. 

19. Applicant admits that Paragraph 19 contains quotes taken out of context from 

<chivasskincare.com/faq>.  Applicant is unable to verify the authenticity of Exhibit B because 

Opposer has not clearly marked it as an attachment to the Opposition.  Applicant denies the 

remaining allegations contained in paragraph 19 of the Opposition. 

20. Applicant denies the allegations contained in paragraph 20 of the Opposition. 

21. Applicant denies the allegations contained in paragraph 21 of the Opposition. 

22. Applicant lacks sufficient information or belief to admit or deny the allegations 

contained in paragraph 22 of the Opposition related to the definition of “distinguishable” in the 
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Cambridge Dictionary, and therefore denies this allegation.  Applicant denies the remaining 

allegations contained in paragraph 22 of the Opposition. 

23. Applicant admits that it, through its attorney, submitted a response to the August 

25, 2014 office action on March 2, 2015, and that Paragraph 23 contains a quote taken out of 

context from that office action response.  Applicant denies that the emphases used by Opposer in 

her quotation of the office action response are used in the actual office action response.   

24. Applicant admits that Paragraph 24 contains a quote taken out of context from 

<chivasskincare.com/oitnb>.  Applicant is unable to verify the authenticity of Exhibit C because 

Opposer has not clearly marked it as an attachment to the Opposition.  Applicant denies the 

remaining allegations contained in paragraph 24 of the Opposition. 

25. Applicant denies the allegations contained in paragraph 25 of the Opposition. 

26. Applicant admits that it, through its attorney, submitted a response to the August 

25, 2014 office action on March 2, 2015, which response included, as an attachment, a printout 

from Opposer’s website.  Applicant is unable to admit or deny what documents were included in 

the contents of the PTO’s file for the Application, and, therefore denies this allegation.  

Applicant denies the remaining allegations contained in paragraph 26 of the Opposition.  

27. Applicant denies the allegations contained in paragraph 27 of the Opposition. 

28. Applicant denies the allegations contained in paragraph 28 of the Opposition. 

29. Applicant denies the allegations contained in paragraph 29 of the Opposition. 

30. Applicant denies the allegations contained in paragraph 30 of the Opposition. 

31. Applicant denies the allegations contained in paragraph 31 of the Opposition. 

32. Applicant denies the allegations contained in paragraph 32 of the Opposition. 

33. Applicant admits that the PTO issued an office action refusing registration of the 

Application on August 25, 2014, and that Paragraph 33 contains a quote taken out of context 
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from that office action.  Applicant denies the remaining allegations contained in paragraph 33 of 

the Opposition. 

34. Applicant denies the allegations contained in paragraph 34 of the Opposition. 

35. Applicant denies the allegations contained in paragraph 35 of the Opposition. 

36. Opposer has not defined the phrase “POPI Soap website” and, therefore, 

Applicant lacks sufficient information or belief to admit or deny the allegations contained in 

paragraph 36 of the Opposition, and therefore denies each and every such allegation. 

37. Applicant denies the allegations contained in paragraph 37 of the Opposition. 

38. Applicant admits that whether the sound of Applicant’s and Opposer’s marks is 

the same is a fact that can be proven true or false.  Applicant denies the remaining allegations 

contained in paragraph 38 of the Opposition. 

39. Applicant denies the allegations contained in paragraph 39 of the Opposition. 

40. Applicant denies the allegations contained in paragraph 40 of the Opposition. 

41. Applicant is unable to verify the authenticity of Exhibit D because Opposer has 

not clearly marked it as an attachment to the Opposition.  Applicant denies the remaining 

allegations contained in paragraph 41 of the Opposition. 

42. Opposer has not defined the phrase “POPI Soap website” and has not clearly 

marked Exhibit D as an attachment to the Opposition and, therefore, Applicant lacks sufficient 

information or belief to admit or deny the allegations contained in paragraph 42 of the 

Opposition, and therefore denies each and every such allegation. 

43. Applicant denies the allegations contained in paragraph 43 of the Opposition. 

44. Applicant denies the allegations contained in paragraph 44 of the Opposition. 

45. Applicant denies the allegations contained in paragraph 45 of the Opposition. 

46. Applicant denies the allegations contained in paragraph 46 of the Opposition. 
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47. Applicant denies the allegations contained in paragraph 47 of the Opposition. 

48. Applicant denies the allegations contained in paragraph 48 of the Opposition. 

49. Applicant denies the allegations contained in paragraph 49 of the Opposition. 

50. Applicant admits that it, through its attorney, submitted a response to the August 

25, 2014 office action on March 2, 2015, and that Paragraph 50 contains edited quotes taken out 

of context from that office action response, and that Applicant submitted the office action 

response in support of its position that the Application should mature to registration.  Applicant 

denies that the emphases used by Opposer in her quotation of the office action response are used 

in the actual office action response. Applicant denies the remaining allegations contained in 

paragraph 50 of the Opposition. 

51. Applicant denies the allegations contained in paragraph 51 of the Opposition. 

52. Applicant denies the allegations contained in paragraph 52 of the Opposition. 

53. Applicant denies the allegations contained in paragraph 53 of the Opposition. 

54. Applicant denies the allegations contained in paragraph 54 of the Opposition. 

55. Applicant denies the allegations contained in paragraph 55 of the Opposition. 

56. Applicant denies the allegations contained in paragraph 56 of the Opposition. 

57. Applicant admits that the PTO issued an office action refusing registration of the 

Application on August 25, 2014, and that Paragraph 57 contains an edited quote taken out of 

context from that office action.  Applicant denies the remaining allegations contained in 

paragraph 57 of the Opposition. 

58. Opposer did not include an allegation in paragraph 58 of the Opposition. 

59. Applicant denies the allegations contained in paragraph 59 of the Opposition. 

60. Applicant admits that the PTO issued an office action refusing registration of the 

Application on August 25, 2014, and that Paragraph 60 contains edited quotes taken out of 
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context from that office action.  Applicant admits that it, through its attorney, submitted a 

response to the August 25, 2014 office action on March 2, 2015 which was signed by its 

attorney.  Applicant denies any remaining allegations contained in Paragraph 60 of the 

Opposition. 

61. Opposer’s allegations in Paragraph 61 constitute legal conclusions and, thus, 

Applicant is unable to admit or deny them. 

62. Certain of Opposer’s allegations in Paragraph 62 constitute legal conclusions and, 

thus, Applicant is unable to admit or deny them.  Applicant denies the remaining allegations 

contained in paragraph 62 of the Opposition. 

63. Opposer’s allegation in Paragraph 63 constitutes a legal conclusion and, thus, 

Applicant is unable to admit or deny them. 

64. Applicant denies the allegations contained in paragraph 64 of the Opposition. 

65. Applicant denies the allegations contained in paragraph 65 of the Opposition. 

66. Applicant admits the allegations contained in paragraph 66 of the Opposition. 

67. Applicant admits the allegations contained in paragraph 67 of the Opposition. 

68. Applicant admits that it filed a motion to dismiss the Opposition on July 16, 2015.  

Applicant denies the remaining allegations contained in paragraph 68 of the Opposition. 

69. Applicant admits that, according to information available to it on <uspto.gov>, 

the Registration issued on May 27, 2014.  Applicant lacks sufficient information or belief to 

admit or deny the remaining allegations contained in paragraph 69, and therefore denies these 

allegations. 

70. Applicant admits that it filed the Application on July 24, 2014, and that this date 

postdates the issuance of the Registration.  Applicant lacks sufficient information or belief to 
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admit or deny the remaining allegations contained in paragraph 70, and therefore denies these 

allegations. 

71. Applicant denies the allegations contained in paragraph 71 of the Opposition. 

72. Applicant admits that its use of the POPI mark is without the consent of Opposer, 

and that Opposer’s consent is not required.  Applicant denies the remaining allegations contained 

in paragraph 72 of the Opposition. 

73. Applicant lacks sufficient information or belief to admit or deny the allegations 

contained in paragraph 73, and therefore denies these allegations. 

74. Applicant denies the allegations contained in paragraph 74 of the Opposition. 

75. Applicant lacks sufficient information or belief to admit or deny the allegations 

contained in paragraph 75, and therefore denies these allegations. 

76. Applicant lacks sufficient information or belief to admit or deny the allegations 

contained in paragraph 76, and therefore denies these allegations. 

77. Applicant is unable to verify the authenticity of Exhibits E and F because Opposer 

has not clearly marked them as attachments to the Opposition.  Applicant lacks sufficient 

information or belief to admit or deny the remaining allegations contained in paragraph 77, and 

therefore denies these allegations. 

78. Applicant denies the allegations contained in paragraph 78 of the Opposition. 

79. Applicant lacks sufficient information or belief to admit or deny the allegations 

contained in paragraph 79, and therefore denies these allegations. 

AFFIRMATIVE DEFENSES 

First Affirmative Defense – Failure to State a Claim 

Opposer fails to state a claim for fraud on the PTO. 
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Second Affirmative Defense – Third Party Use 

Opposer’s rights, if any, to the POPPY’S trademark is weakened by third party use. 

COUNTERCLAIM 

FACTUAL BACKGROUND REGARDING THE APPLICATION 

1. On July 24, 2014, Applicant and counterclaimant, filed its Application Serial No. 

86/346,513 in International Class 3 for use with “Cosmetics; cosmetic preparations for body 

care; nail polish; nail decals; bath crystals; bath gel; bath oil; bath salts; body lotion; cream 

soaps; fragrances; moisturizing creams; shaving soap; soaps for personal use.”  Applicant’s 

proposed trademark is shown below: 

 

2. Application was published for opposition in the Official Gazette on April 1, 2015, 

and was opposed by Opposer Victoria Kheel.  

FACTUAL BACKGROUND REGARDING THE REGISTRATION AND NOTICE OF 

OPPOSITION 

3. Opposer Victoria Kheel, an individual, having an address of 13407 Rand Dr., 

Sherman Oaks, California 91423, is listed as the owner of the standard character mark POPPY’S, 

in International Class 35, U.S. Reg. No. 4,537,279 (the “Registration”), filed in the U.S. Patent & 

Trademark Office (“PTO”) on October 12, 2013 (the “POPPY’S Application”), for the following 

goods:  “All purpose cleaning preparations; All-purpose cleaners; Bath soaps; Carpet cleaning 

preparations; Cleaning agents and preparations; Cleaning preparations; Cleaning preparations for 

household purposes; Dish detergents; General purpose cleaning, polishing, and abrasive liquids 

and powders; Glass cleaning preparations; Granulated soaps; Hand soaps; Household cleaning 

preparations; Laundry soap; Leather cleaning preparations; Liquid soaps for hands, face and 
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body; Odor removers for pets; Oven cleaners; Pet stain removers; Powder cleaners for metals, 

ceramics and carpets; Soap powder; Soaps for household use; Soaps for personal use; Soaps for 

toilet purposes” in International Class 3.  The Registration issued on May 27, 2014. 

4. On June 20, 2016, Opposer filed a Notice of Opposition opposing the registration 

of Applicant’s mark POPI trademark based on her alleged rights in the registered POPPY’S 

mark. 

5. On information and belief, Opposer did not own the POPPY’s mark at the time 

the POPPY’s Application was filed on October 12, 2016. 

6. Instead, on information and belief, at the time of filing, the POPPY’S mark was 

owned by Poppy’s Pantry Inc., a corporation formed in September 2009 by Victoria Kheel and 

who does business as Poppy’s Naturally Clean and uses the POPPY’S mark. 

FIRST GROUND – VOID AB INITIO 

7. Opposer incorporates the allegations contained in Paragraphs 1 to 6 herein. 

8. On information an belief, Opposer, an individual, did not own and use the mark 

POPPY’S at the time of the POPPY’S Application.  Instead, on information and belief, at the 

time the POPPY’S Application was filed, Poppy’s Pantry Inc., a corporation, owned and used the 

POPPY’S mark and continues to own and use the mark.   

9. Because Opposer is not the owner of the POPPY’S mark, the POPPY’S 

Application did not meet the requirements of 15 U.S.C. § 1051(a) and is, thus, void ab initio.  

 

* * * 

In sum, Applicant prays that the Opposition be dismissed with prejudice, judgment be 

entered for Applicant, and the POPPY’S Application mature to registration, that this 



SMRH:479621363.1 -12-  

   
 

Cancellation be sustained in favor of Applicant, and Opposer’s pleaded rRegistration be 

canceled. 

Respectfully submitted, 

Dated:  February 3October 27, 2016 /s/Paul A. Bost   
Jill M. Pietrini 
Paul A. Bost 
SHEPPARD MULLIN RICHTER & HAMPTON LLP 
1901 Avenue of the Stars, Suite 1600 
Los Angeles, California  90067-6017 
(310) 228-3700 

Attorneys for Applicant 

Lions Gate Entertainment Inc. 

 

 



SMRH:479621363.1 -13-  

   
 

CERTIFICATE OF ELECTRONIC TRANSMISSION 

I hereby certify that this correspondence is being transmitted electronically to Commissioner of 

Trademarks, Attn:  Trademark Trial and Appeal Board through ESTTA pursuant to 37 C.F.R. 

§2.195(a), on this 3rd day of February, 2016. 

/s/Paul A. Bost    

Paul A. Bost 

 

 

CERTIFICATE OF SERVICE 

 

I hereby certify that this correspondence is being deposited with the United States Postal Service, 

postage prepaid, first class mail, in an envelope addressed to: 

 

Ilana Makovoz, Esq. 

MAKOVOZ LAW GROUP 

9350 Wilshire Blvd., Suite 203 

Beverly Hills, CA 90212 

 

on this 3rd day of February, 2016. 

/s/Lynne Thompson     

Lynne Thompson 
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